LICENSE AGREEMENT SAMPLE



****Terms and Conditions of a final agreement will be negotiated between prospective licensee and the UNIRF/IPO. This document serves as a sample of what you my expect****

This agreement, that is to become effective [Effective Date], is made between: the University of Northern Iowa Research Foundation, a body having corporate powers under the laws of the State of Iowa ("UNIRF"), having a principal office UNI Research Foundation, 204 Commons, University of Northern Iowa, Cedar Falls, IA 50614 ("Licensor"), and [LICENSEE NAME] an Iowa corporation having a place of business at [Licensee Address] ("Licensee").

1. BACKGROUND

1.1 Licensor possesses certain technology and intellectual property rights pertaining to {insert technology]

1.2 Licensor desires to have products and processes that embody the technology and intellectual property rights commercialized at the earliest possible time in order that processes and corresponding products resulting there from may be available for public use and   benefit.

In consideration of the mutual promises made in this agreement, the parties agree as follows.

2. DEFINITIONS

2.1 "Licensed Patent Rights" is defined as the following patent applications as filed in the names of Licensor; any divisions or continuations in whole or in part thereof; any U.S. or foreign patents or applications that are later added to this license; any patents issuing on any of such applications; any reissues or extensions or reexaminations of any such patents; and any foreign patent or patent application corresponding to any of the following patents or patent applications included in the "Licensed Patent Rights":

· PATENT INFORMATION

2.1.1 Relevant terms defined, if needed

2.2 "Technology" means existing technical data and information, including, but not limited to, the information contained in the Licensed Patent Rights or otherwise relating to the Licensed Product and provided to the Licensee whether or not it is of a confidential nature.

2.3 "Licensed Product" will typically involve the design and construction of a production line (e.g., commercial scale, pilot scale, or benchtop scale) for the preparation of products such as grease by a process that includes the application of microwave energy to one or more oil compositions, the microwave energy being applied by means of one or more microwave transmitters  having respective power output, each transmitter associated  with one or more  mixing tanks, each having a respective capacity, the production line further including corresponding  mixers, controls, material transfer means and the like.

2.4 "Royalty Base" will be based upon each Licensed Product 

2.5 "Subsidiary" is defined as any U.S. or foreign company, at least half the beneficial or controlling interest in which belongs to another company at the time in question.

3. GRANT

3.2 Licensor hereby grants, and Licensee hereby accepts a worldwide exclusive license under the Technology and Licensed Patent Rights to use, make, and sell Licensed Product(s). 

3.3 So long as this Agreement is in full force and effect, Licensor and Licensee shall promptly provide each other with information relative to improvements to the Technology and/or Licensed Patent Rights. Each party hereto hereby grants to the other the option to include within the terms and conditions of this Agreement any such improvements, upon terms to be negotiated. The option to negotiate such rights can be exercised by the optionee without the payment of any fee by giving written notice to the other party within ninety (90) days of receipt of notice of existence of such improvements.

3.4 This Agreement is subject to all of the terms and conditions of Title 35 United States Code Sections 200 through 204, including an obligation that Licensed Product(s) sold or produced in the United States be "manufactured substantially in the United States," and Licensee agrees to take all reasonable action necessary on its part as licensee to enable Licensor to satisfy its obligation thereunder, relating to Invention(s).

4. DILIGENCE

4.2 As an inducement to Licensor to enter into this Agreement, Licensee agrees to use all reasonable efforts and diligence to proceed with the development, manufacture, and sale (including rental or lease) of Licensed Product(s) and to diligently develop markets for the Licensed Product(s). Unless Licensee has a Licensed Product(s) available for commercial sale prior to (Date), Licensee agrees that Licensor may terminate this Agreement.  Licensor may also terminate this Agreement if Licensee or a Sublicensee(s) has not sold the equivalent of at least 150 kW of the transmitter power in the Licensed Product(s) for a period of two (2) years.

4.3 Progress Reports.  On or before July 20 and January 20 of each year Licensee shall make a written semi-annual report to Licensor covering the preceding six month period, ending June 30 and December 31 respectively, regarding the progress of Licensee toward commercial use and sale of Licensed Product(s) and/or the continued commercial use and sale of Licensed Product(s).

4.4 Licensee agrees to use commercially reasonable efforts consistent with prudent business judgment to commercialize the Licensed Product. Licensee shall keep Licensor reasonably informed as to the status of such commercialization efforts.

5. PATENT PROSECUTION

5.2 Licensor shall take responsibility for the preparation, filing, prosecution and maintenance of any and all patent applications and patents included in the Licensed Patent Rights, provided however that Licensor shall first consult with Licensee as to the preparation, filing, prosecution and maintenance of such patent applications and patents and shall furnish to Licensee copies of documents relevant to any such preparation, filing, prosecution or maintenance. So long as this license remains exclusive to Licensee; then Licensor and Licensee shall cooperate in the preparation, filing, prosecution and maintenance of Licensed Patent Rights and of all patents and patent applications licensed to Licensee hereunder.  The Licensee shall reimburse Licensor for all expenses incurred in the maintenance of the patent.

5.3 If Licensee elects not to pay the expenses of a patent application or maintenance of a Patent included within Licensed Patent Rights, Licensee shall notify Licensor not less than sixty (60) days prior to such action and shall thereby surrender its exclusive rights under such patent or patent application. Licensor agrees not to allow any application or patent within the Licensed Patent Rights to become abandoned or to lapse without prior notice to Licensee, in a time enough to permit Licensee to take over control of such application or patent.

6. PATENT ENFORCEMENT

Licensee shall have the first option, at its sole cost and expense, to enforce the rights granted and to be granted herein against any and all third-party infringement.  Licensee agrees promptly and diligently to notify Licensor in writing of any and all events giving rise to a possible enforcement of rights granted and to be granted herein from and against any infringement by third parties.  If Licensee declines any such enforcement, it shall notify Licensor in writing, and Licensor shall have the second option, in its sole discretion and at its sole cost and expense, to enforce any “Process and Apparatus for Manufacturing Grease” Technology and Intellectual Property including Licensor improvements, from and against infringement by third parties.  

7. ROYALTIES AND FEES

7.2 Licensee will pay to Licensor an earned royalty based upon [insert royalty terms]
7.3 Refer to UNI IP policy for base royalty distribution. 



8. REPORTING AND AUDIT

Licensee must keep accurate books of account containing all information necessary to establish the amount payable as royalty under this agreement.  The books of account are to be kept at the Licensee's principal place of business and are to be open, for three years following the close of the calendar year to which they pertain, to inspection and audit by an independent certified public accountant who is nominated by Licensor and to whom Licensee has no reasonable objection. The inspection and audit will take place no more than once each year and will be confined to verification of the royalties due. The accountant must disclose to Licensor only whether the Licensee's reports and payments are accurate or not, and if not accurate must specify the inaccuracies therein. Each payment of royalties must be accompanied by a written report signed by the individual who prepared the report and by an officer of Licensee, showing the computation of royalties.



9. SUBLICENSES

9.2 Licensee will have the right to grant exclusive or nonexclusive sublicenses within the scope of this license in any country on such terms and conditions as Licensee deems appropriate. Licensee agrees that 50% of all revenue, including royalties and licensing fees received from its sublicensee(s) will be paid to Licensor. At a minimum, Licensor will be entitled to receive the same royalties as if the sublicensee were the direct Licensee. Licensor's share of sublicense royalties must be included in the reports and payments referred to herein and will be counted toward the fulfillment of the guaranteed minimum royalty under this agreement.

9.3 Licensee may grant sublicense(s) during such time as the license agreement granted herein remains exclusive to Licensee.

9.4 Any sublicense(s) granted by Licensee under this Agreement shall be subject and subordinate to terms and conditions of this Agreement, except: a) sublicense terms and conditions shall reflect that any Sublicensee(s) shall not further sublicense; and b) the earned royalty rate specified in the sublicense(s) may be at higher rates than the rates in this Agreement.

9.5 Licensee agrees to provide Licensor a copy of any sublicense granted pursuant to this agreement.


10. NEGATION OF WARRANTIES, INDEMNITY

10.2 Nothing in this Agreement is or shall be construed as: a) a warranty or representation by Licensor as to the validity or scope of any Licensed Patent Rights; b) a warranty or representation that anything made, used, sold, or otherwise disposed of under any license granted in this Agreement is or will be free from infringement of patents, copyrights, and other rights of third parties; c) an obligation to bring or prosecute actions or suits against third parties for infringement, except to the extent provided herein; d) granting by implication, estoppel, or otherwise any licenses or rights under patents or other rights of Licensor or other persons other than Licensed Patent(s), regardless of whether such patents or other rights are dominant or subordinate to any Licensed Patent(s); or an obligation to furnish any technology or technological information other than the Technology.

10.3 Except as expressly set forth in this Agreement, Licensor MAKES NO REPRESENTATIONS AND EXTENDS NO WARRANTIES OF ANY KIND, EITHER EXPRESS OR IMPLIED. THERE ARE NO EXPRESS OR IMPLIED WARRANTIES OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE, OR THAT THE USE OF THE LICENSED PRODUCT(S) WILL NOT INFRINGE ANY PATENT, COPYRIGHT, TRADEMARK, OR OTHER RIGHTS OR ANY OTHER EXPRESS OR IMPLIED WARRANTIES.

10.4 Licensee agrees to indemnify, hold harmless, and defend Licensor, and their respective trustees, officers, employees, students, and agents against any and all claims for death, illness, personal injury, property damage, and improper business practices arising out of the manufacture, use, sale, or other disposition of lnvention(s), Licensed Patent(s), Licensed Product(s), or Technology by Licensee or sublicensee(s), or their customers.

10.5 Licensor shall be responsible for its own acts of negligence, but shall not be liable for any indirect, special, consequential or other damages whatsoever, whether grounded in tort (including negligence), strict liability, contract or otherwise. Licensor shall not have any responsibilities or liabilities whatsoever with respect to Licensed Products(s).

10.6 Licensee shall at all times comply, through insurance or self-insurance, with all statutory workers' compensation and employers' liability requirements covering any and all employees with respect to activities performed under this Agreement.

10.7 In addition to the foregoing, Licensee shall maintain, during the term of this Agreement, Comprehensive General Liability Insurance, including Products Liability Insurance, with reputable and financially secure insurance carrier(s) to cover the activities of Licensee and its sublicensee(s).  Such insurance shall provide minimum limits of liability of $1 (One) Million Dollars and shall include Licensor, its trustees, directors, officers, employees, students, and agents as additional insureds.

11. TERM AND TERMINATION

11.2 This agreement and the license granted by it will terminate on the earliest occurring of the following events:

11.2.1 Ninety days written notice by either party that the other party has committed a substantial breach of this agreement, specifying such breach, and such breach is not cured within the 90 days; or,

11.2.2 Expiration of the last to expire of all issued or granted U.S. patents included within the "Licensed Patent Rights," and there are no longer any pending U.S. applications included within the "Licensed Patent Rights", or

11.2.3 In the event Licensee fails to pay Licensor minimum royalties under Section 7.2, Licensor shall have the right to terminate this Agreement on thirty (30) days' written notice, unless Licensee shall pay Licensor within the thirty (30) day period all such royalties, or the parties have mutually agreed to the terms of a nonexclusive license to Licensee.  Upon the expiration of the thirty (30) day period, if Licensee has not paid all such royalties that are due and payable, and the parties have not negotiated the terms of a nonexclusive license, the rights, privileges and license granted hereunder shall terminate.

11.3 Licensee may cancel this license on ninety (90) days written notice to Licensor, to take effect at any time; and the cancellation will relieve Licensee of liability for any minimum royalty installment for the license year in which the cancellation takes effect and all subsequent years, but the cancellation will not relieve Licensee of liability for either payments or reimbursements incurred for patent maintenance costs, or for royalties earned prior to the effective date of the termination in excess of any guaranteed minimum royalty installments already paid.

11.4 Following any cancellation or other termination of this agreement, Licensee at its option will be entitled to a license limited to all "Licensed Products" then on hand and all "Licensed Products" that Licensee can manufacture with materials then on hand that were specifically purchased for the purpose of manufacturing "Licensed Products," and will pay the same royalty rate with respect to such articles as that which would have been due if this agreement had remained in effect, but no other royalties will be earned after cancellation or termination.

11.5 All payments properly made and all royalties earned prior to the effective cancellation or termination date will belong to Licensor.

12. MISCELLANEOUS

12.2 Successors and Assigns. This agreement will bind, and ensure to the benefit of, each of the parties, and their respective successors in interest and assigns.

12.3 Notices, Communications, Payments. Licensee may send all notices and reports and other communications and may make all payments under this license to the UNI Research Foundation, or to [his/her] successor designated in a written communication. Licensor may send all notices, tenders, and other communications to [LICENSEE NAME].  All notices and other communications mentioned in this agreement, including royalty payments, may be mailed postpaid to the last known address of the designated individual. All notice periods and other times for taking any action mentioned in this license will start on the day that such notice or other communication is actually mailed.

12.4 Choice of Law. This agreement and any disputes arising under it are to be governed by the laws of the State of Iowa.

12.5 Alterations. This agreement cannot be altered except by an instrument in writing signed by an authorized officer of the Licensee and an authorized representative of the Licensor.

12.6 The parties agree that the terms and conditions of this contract will remain in force and binding in the event there is a mistake or discrepancy with one component of this agreement.

12.7 Neither party is obligated to participate in press releases. However, both parties may issue press releases referencing the inventors, the other party, this Agreement, or the parties conduct under this agreement.  Although not required, press releases generally will be shared with the other party prior to release.

In witness whereof, the parties have executed this agreement by affixing respectively their individual signatures and the signature of a duly authorized Officer of Licensee, as of the effective date mentioned above.
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UNIVERSITY OF NORTHERN IOWA
RESEARCH FOUNDATION






By:      __________________________________
            (Signature)

Name: __________________________________
             (Print / Type)

Title:    __________________________________
             (Print / Type)

Date:   __________________________________

LICENSEE







By:      __________________________________
            (Signature)

Name: __________________________________
             (Print / Type)

Title:    __________________________________
             (Print / Type)

Date:   __________________________________



STATE OF IOWA		)
		) ss
COUNTY OF BLACK HAWK	)


Subscribed and sworn to before me this
 _____ day of ___________________ , 20 ___ , 
by the above-named Party as its willful act 
and deed.

_________________________________
Notary Public in and for the 
State of Iowa
Commission Expires   ___________________

STATE OF IOWA		)
		) ss
COUNTY OF BLACK HAWK	)






STATE OF IOWA		)
		) ss
COUNTY OF BLACK HAWK	)


Subscribed and sworn to before me this
 _____ day of ___________________ , 20 ___ , 
by the above-named Party as its willful act 
and deed.

_________________________________
Notary Public in and for the 
State of Iowa
Commission Expires   ___________________


STATE OF IOWA		)
		) ss
COUNTY OF BLACK HAWK	)

